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EXAMINER'S ANSWER 



This is in response to the appeal brief filed January 20, 2006 appealing from the Office 
action mailed 7/15/2005. 
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(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
correct. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

US 6,447,976 Dontula et al. 9-2002 
US 6,537,656 Dontula et al. 3-2003 

(9) Grounds of Rejection 
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The following ground(s) of rejection are applicable to the appealed claims: 
I. Claims 2-8 and 18-21 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Dontula et al. (US 6447976). 

Claims 1 , 3, 5, 6, 8, 9, 1 1 , 12 and 24 of Dontula '976 disclose all the features of 
instantly claimed invention (an imaging member having a base formed of thermoplastic 
closed cell foam core sheet , and adhered thereto an upper and lower polymer sheets , 
etc.), except the modulus and toughness properties of each layer. Specifically, Dontula 
'976 teaches the same closed cell foam core sheet (claim 1 ); the same foam core sheet 
thickness (claim 3); the same integrally formed laminate (claim 5); the same polyolefin 
foam core sheet (claim 6); the same base thickness (claim 8), and the thicknesses of 
base and the foam core sheet together read on the thickness of the upper sheet and 
ratio of thickness between core sheet and upper sheet; the same upper and lower 
sheets of oriented polyolefin sheets (claim 9), or polystyrene sheets (claim 24); the 
same photosensitive silver halide layer (claim 11), or ink jet receiving layer (claim 12). 
Additionally, Dontula '976 also teaches the exactly same laminate manufacturing 
process by coextrusion, quenching, orienting, heat setting and laminating (column 7, 
line 28 to column 8, line 23) as the instant invention (specification, page 1 1, top 
paragraph). Regarding the modulus, Dontula '976 does teach in the specification that 
the modulus of the foam core ranges between 30 MPa and 1000 MPa, and the modulus 
of the flange sheets ranges from 700 MPa to 10500 MPa (column 6, lines 23-29), which 
reads on the modulus of each layers of instant invention as claimed. As to the 
toughness, it is noted that Dontula '976 does expressly teach that the upper and lower 
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sheets are chosen to satisfy specific requirements of properties, such as flexural 
modulus, etc. In particular, a toughness related problem with the element in cutting, 
punching, slitting, and chopping during transport through a photofinishing eguipment is 
solved (column 5, lines 45-64). As such, since Dontula '976 does teach exactly the 
same subject matter (an imaging member of the same laminate structure and 
comprising exactly the same polymers), made by exactly the same process 
(coextrusion, quenching, orienting, heat setting and laminating), and having the same 
toughness related required properties for application processing (i.e., having suitable 
cutting, slitting and chopping properties to be processed through a photofinishing 
equipment) as the instant invention, in the absence of evidence to the contrary, it is the 
Examiner's position that although Dontula '976 is silent about the toughness data, a 
suitable toughness of each layer is also clearly anticipated by Dontula '976, because the 
imaging member meets the same toughness related required properties for processing 
through a photofinishing equipment. 

II. Claims 2-8 and 18-21 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Dontula et al. (US 6537656). 

Similarly, for claims 2-8 and 18-21, it is noted that claims 1 , 3, 5, 10, 12, 14, 18, 
19 and 21-23 of Dontula '656 disclose all the features of instantly claimed invention, 
except the toughness of each layer. Specifically, Dontula '656 teaches the same closed 
cell foam core sheet (claim 1 ); the same foam core sheet thickness (claim 3); the same 
thickness of the sheet (claim 5); the same polyolefin foam core sheet (claim 10); the 
same base thickness (claim 12) and the thicknesses of base and the foam core sheet 
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together read on the thickness of the upper sheet and ratio of thickness between core 
sheet and upper sheet); the same upper and lower oriented polyolefin sheets (claim 14); 
the same photosensitive silver halide layer (claim 18), or ink jet receiving layer (claim 
19); the same integrally formed laminate (claim 21); the closed cell foam core sheet has 
a modulus between 30 to 1000 MPa (claim 22); and the upper and lower sheets have a 
modulus between 700 to 10500 MPa. Further, Dontula '656 teaches that a typical 
example include a polyolefin foam core layer of modulus 137.9 MPa, and the upper and 
lower polyolefin sheets of modulus 1034 MPa (column 5, line 65 to column 6, line 4), 
which reads on the modulus of each layers of instant invention as claimed. Additionally, 
Dontula '656 also teaches the exactly same laminate manufacturing process by 
coextrusion, quenching, orienting, heat setting and laminating (column 6, line 45 to 
column 9, line 40). Regarding the toughness, it is noted that Dontula '656 expressly 
teach that the upper and lower sheets are chosen to satisfy specific requirements of 
properties, such as flexural modulus, etc. In particular a problem with the element in 
cutting, punching, slitting, and chopping during transport through a photofinishinq 
equipment is solved (column 4, line 62 to column 5, line 14). As such, since Dontula 
'656 does teach exactly the same subject matter (an imaging member of the same 
laminate structure, and comprising exactly the same polymers), made by exactly the 
same process (coextrusion, quenching, orienting, heat setting and laminating), and 
having the same toughness related required properties for application processing (i.e., 
having suitable cutting, slitting and chopping properties to be processed through a 
photofinishing equipment) as the instant invention, in the absence of evidence to the 
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contrary, it is the Examiner's position that although Dontula '656 is silent about the 
toughness data, a suitable toughness of each layer is also clearly anticipated by 
Dontula '656, because the imaging member meets the same toughness related required 
properties for processing through a photofinishing equipment. 
(10) Response to Argument 

Appellants' argument "While Dontula '976 discloses modulus, the reference fails 
to set forth toughness. Toughness is dependent upon issues such as chemical 
structure, crosslinking, and the amount and direction of orientation of the polymer sheet. 
It is not directly dependent upon modulus and toughness may differ substantially among 
materials with a similar modulus ... In view of the failure to disclose toughness, the 
Examiner cannot properly consider the Dontula '976 reference as anticipating the 
property as anticipating the property of toughness" (Brief, page 5, bottom paragraph) 
has been carefully considered, but is not persuasive. The Examiner repeats that since 
Dontula '976 does teach exactly the same subject matter (an imaging member of the 
same laminate structure, and comprising exactly the same polymers), made by exactly 
the same process (coextrusion, quenching, orienting, heat setting and laminating), and 
having the same toughness related required properties for application processing (i.e., 
having suitable cutting, slitting and chopping properties to be processed through a 
photofinishing equipment) as the instant invention, and nowhere does Dontula '976 
teach an imaging element which differs from the instant invention in structure, 
composition, crosslinking, and the amount and direction of orientation of the polymer 
sheet, in the absence of evidence to the contrary, it is the Examiner's position that 
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although Dontula is silent about toughness data, a suitable toughness of each layer is 
also clearly anticipated by Dontula '976, because the product does meet the same 
toughness-related required properties for being able to be processed through the same 
photofinishing equipment, which necessarily requires a suitable toughness. 

With respect to Appellants' argument "Toughness and modulus are distinct 
properties. Although measured by the same test, there is no constant correlation 
between the numbers. The Dontula '976 reference does not provide any disclosure as 
to toughness ..." (Brief, page 6, first full paragraph), the Examiner notes that although 
there is no constant correlation between toughness and modulus, and Dontula '976 is 
silent about the toughness data, nonetheless a suitable toughness of each layer is also 
clearly anticipated by Dontula '976, because the imaging member of Dontula does meet 
the same toughness-related required properties (i.e., having suitable cutting, slitting and 
chopping properties to be processed through a photofinishing equipment) and suitable 
for processing through the same photofinishing equipment, which necessarily requires a 
suitable toughness. Appellants* argument is not persuasive. 

With respect to Appellants' argument "To establish inherency, the extrinsic 
evidence 'must make clear that the missing descriptive matter is necessarily present in 
the thing described in the reference, and that it would be so recognized by persons of 
ordinary skill ... the Dontula reference fails to disclose toughness ... the reference does 
not inherently disclose the toughness as claimed ..." (Brief, page 9, middle paragraph), 
the Examiner again repeats that although Dontula is silent about toughness data, a 
suitable toughness of each layer is also clearly anticipated by Dontula '976, because the 
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product does meet the same toughness-related required properties for being able to be 
processed through the same photofinishing equipment, which necessarily requires a 
suitable toughness. Appellants' argument merely pointing to toughness as a missing 
descriptive matter in Dontula '976 is not persuasive. 
(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 
Respectfully submitted, 




Examiner 



Conferees: 




